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The Industrial Property Unit of the Commission of the European Communities (CEC) had stated in October 2003 that it finds the European Parliament's Amendments to its software patent directive proposal mostly inacceptable. In a confidential document distributed to EU member state governments in November 2003, the Commission's patent officials added some critical notes about each of the amendments of the European Parliament. The Commission points out that the text deviates from the practise of the European Patent Office in its use of the terminology and in its reasoning. This is enough for the Commission to find the Parliament's text inacceptable. Rather than examine the merits of the Parliament's versus the EPO's approach, the Commission treats the EPO's approach as the absolute authority that must be followed and tries to find fault in the Parliament's legal logic, mostly by misunderstanding this logic or claiming that it is unclear or that it is at odds with some established practise. Some of these claims are provably untrue. The Commission's own proposal has been heavily criticised by prominent patent law experts for its incoherence and lack of clarity. 

1. Quotations

Zusammenfassend ist festzustellen, dass auf der Basis des aktuellen Rechts eine Grundlage für einen umfassenden Patentschutz für Software nicht zu erkennen ist. Eine Auslegung, die zu einem solchen Schutz führt, beruht auf Unterstellungen, die im EPÜ und den ihm folgenden nationalen Patentgesetzen gerade wegen des technischen Charakters von Software keine tragfähige Grundlage finden; sie ist darüber hinaus auch deshalb abzulehnen, weil sie ohne hinreichende Rechtfertigung die Lösung eines gesellschaftlichen Konfliktes zum Nachteil einer der beteiligten Gruppen bewirkt, ohne deren mangelnde Schutzfähigkeit feststellen zu können. Zur Lösung dieses Konfliktes bedarf es einer Entscheidung des Gesetzgebers, der sich dabei allerdings erst dieses Konfliktes und der ihm zu Grunde liegenden Interessengegensätze gewahr werden und die Grundlagen seiner Entscheidung dieses Konfliktes klären muss. Die Richtlinie der Kommission der Europäischen Gemeinschaft
, die erst nach Abschluss des vorliegenden Manuskripts zugänglich geworden ist, genügt diesem Anspruch nicht; sie ist zudem mit ihrer weitgehenden Bejahung einer Patentierung von Software so nicht in das System des EPÜ einzuordnen. 

Dr. Klaus-Jürgen Melullis, 
presiding judge, Patent Senate, German Federal Court of Justice, 
Article published in 2002

In particular, it seems to me that the Pension Benefits decision significantly shifted the interface between the assessment of statutory subject-matter and of inventive step without any consideration of whether such a shift was compatible with existing case law. I find it regrettable therefore that the rationale of Pension Benefits has been so rapidly adopted in both the EPO Guidelines and also the proposed Directive on software patents. 

Dr. Simon Davies, UK patent lawyer, 
Chair of the Forum on Software Inventions at the European Patent Office
The Commission is unable to cope with this new expression of technical novelty, and to fit that in with its existing structure of three pillars, either under the heading novelty, or inventiveness, or industrial application. And for this reason, the Commission's text requires clarification, or indeed, correction. I can only describe the Commission's text, moreover, as miserable. 

Willy Rothley MEP, 
vice president of the European Parliament's Legal Affairs Commission (JURI), 
speech 2003-06-16

2. The Text
Recital 1

EP: The realisation of the internal market implies the elimination of restrictions to free circulation and of distortions in competition, while creating an environment which is favourable to innovation and investment. In this context the protection of inventions by means of patents is an essential element for the success of the internal market. Effective, transparent and harmonised protection of computer-implemented inventions throughout the Member States is essential in order to maintain and encourage investment in this field.

CEC: The amendment is uncontroversial

FFII: The Commission boldly postulates, against all economic evidence, including very detailed empirical research by Bessen & Hunt from 2003, that patents encourage investments in software development. Moreover, the term "computer-implemented invention" is confusing.

Recital 2

EP: Differences exist in the protection of computer-implemented inventions offered by the administrative practices and the case law of the different Member States. Such differences could create barriers to trade and hence impede the proper functioning of the internal market. 

CEC: Amendments are either of a drafting nature or are uncontroversial.

FFII: Both Commission and JURI say dogmatically that software patents stimulate innovation. JURI moreover implies that the mere fact of writing EU law, no matter what the contents, already "results in legal certainty", simply because an EU court can interpret this law.

Recital 5@A

EP: The rules pursuant to Article 52 of the Convention on the Grant of European Patents concerning the limits to patentability should be confirmed and clarified. The consequent legal certainty should help to foster a climate conducive to investment and innovation in the field of software.

CEC: Insofar as this implies that the directive can modify the EPC, this is legally incorrect. Recital 5 already says that the rules governing patentability should be clarified.

FFII: Member states can chose to implement a directive by changing the EPC. But how does the Parliament's article imply this? The Commission seems to be trying to drown the discussion in legal technicalities even where there is no basis for them.

Recital 6

EP: Deleted

CEC: The recital deleted is a neutral statement of a provision of TRIPS (which binds the European Commission/Member States). Insofar as respect for TRIPS is an obligation for the Community and Member states, the deletion is detrimental to the clarity of the overall text.

FFII: The deleted recital gives an wrong and undesirable interpretation of Art 27 TRIPs. The EP gives its own interpretation of this article in several other places within the amended directive, where it says that data processing is not a field of technology. Therefore this recital has been rendered redundant.

Recital 7

EP: Under the Convention on the Grant of European Patents signed in Munich on 5 October 1973 and the patent laws of the Member States, programs for computers together with discoveries, scientific theories, mathematical methods, aesthetic creations, schemes, rules and methods for performing mental acts, playing games or doing business, and presentations of information are expressly not regarded as inventions and are therefore excluded from patentability. This exception applies because the said subject-matter and activities do not belong to a field of technology.

CEC: The reference to the exclusion from patentability of computer programs "as such" has been removed from this restatement of a provision of the EPC. Since this is what the whole debate revolves around, this amendment does not aid the clarity of the text.

FFII: The EU needs to be concerned about the means of enforcing its directives. The European Patent Office's track record of twisting written laws into meaninglessness adds to these concerns.

Recital 7@A

EP: The aim of this Directive is not to amend the aforementioned Convention, but to prevent different interpretations of its provisions.

CEC: This provides a helpful aid to the interpretation of the directive, in that it makes clear that the general rules of the EPC apply to inventions within the scope of this directive.

FFII: The purpose of a directive is to specify material results for the member states to achieve, not to interpret, let alone amend, the texts or other formalisms by which member states may chose to achieve the results. The EP amendment implies that there are only two valid purposes for this directive: either amend the EPC or interpret the EPC. Nobody has ever proposed that the directive should aim at rewriting the EPC, nor is it a general consensus position that the aim should be to interpret the EPC. By implying a false set of alternatives and negating one of them, the EP amendment dodges around a discussion about the material results which should be achieved. Which may be the reason why the Commission likes this amendment.

Recital 7@B

EP: The European Parliament has repeatedly asked the European Patent Office to review its operating rules and for the Office to be publicly accountable in the exercise of its functions. In this connection it would be particularly desirable to reconsider the practice whereby the Office sees fit to obtain payment for the patents that it grants, as this practice harms the public nature of the institution.

CEC: Outside the scope of the Directive.

FFII: The EPO has strayed from not granting software patents (as described in its examination guidelines from 1978) to twisting the EPC, like the Commission now does, to justify its granting of software and business method patents, called computer-implemented inventions by the aforementioned bodies. Given the fact that this is a directive on the patentability of computer-implemented inventions, this recital is most appropriate as far as the scope of this directive is concerned.

Recital 11

EP: In order to be patentable, inventions in general and computer-implemented inventions in particular must be susceptible of industrial application, new and involve an inventive step. In order to involve an inventive step, computer-implemented inventions must in addition make a new technical contribution to the state of the art, in order to distinguish them from pure software.

CEC: Novelty is a distinct and separate requirement for patentability. The addition of a reference to novelty as an element of "technical contribution" does not aid clarity of the text and is inconsistent with the overall approach taken in the Commission's proposal.

FFII: The four patentability tests laid out in Art 52 EPC state that there must be a (technical) invention and that additionally, this invention must be susceptible of industrial application, new and involve an inventive step. The "inventive step" conditions is defined in Art 56 EPC as requiring the invention not to be an obvious combination of techniques known to a person skilled in the art. Additionally, "invention" and "technical contribution" are synonyms: you can only invent new things, and this invention is your (technical) contribution to the state of the art. Therefore, the CEC original and amendments 4 and 84 are in direct contradiction with the EPC. Additionally, the Commission's logic assures that patentability is simply a question of claim wording. Such logic is therefore not accepted in patent law in general but specially introduced for "computer-implemented inventions". As has been pointed out by the US Trade Representative, the Commission's approach of introducing special logic for "computer-implemented inventions" conflicts with the Community's obligations under Art 27 TRIPs. In order to avoid confusion and conflicts with EPC Art 52 and 56 and TRIPs Art 27, the recital needs to be rewritten or deleted.

Recital 12

EP: Accordingly, an innovation that does not make a technical contribution to the state of the art is not an invention within the meaning of patent law.

CEC: Consequential upon amendment 107 (which we reject).

FFII: The Commission text introduces the notion that possessing an inventive step would somehow depend on making a technical contribution and belonging to a field of technology. As Art 56 EPC states, an invention involves an inventive step if it is non-obvious to a person skilled in the art. Whether or not something is technical, is completely independent of this. Whether or not something can be considered based on its nature, belongs in the test of the patentable subject matter (Art 52 EPC), as the Parliament's amended version implies. After it has been established that there is an invention in the legal sense of the word (= patentable subject matter), the other tests of novelty, inventive step/non-obviousness and industrial applicability can be applied to this invention. The Commission has not put forward any reason for deviating from these general rules of patentability in the special case of "computer-implemented inventions". Such a deviation is moreover difficult to justify under EPC and TRIPs.

Recital 13

EP: Deleted.

CEC: The justification given misses the point of the recital. It is not the intention to distinguish between a mathematical and a non-mathematical algorithm, but rather between algorithms and physical processes (which may rely on algorithms but which are not themselves algorithms).

FFII: The Commission misses the point of the amendment. The Commission's recital pretends to exclude algorithms but in fact makes algorithms patentable, because an algorithm which is defined with reference to the environment of generic data processing equipment (= "a physical environment") is exactly the same as the algorithm per se, and because "a defined procedure or sequence of actions when performed in the context of an apparatus such as a computer" is one of the most exact definitions one can find for "computer program", and Art 52 EPC clearly states that computer programs as such can not constitute patentable inventions. This contradiction is fixed by the EP's wording.

Recital 13@A

EP: However, the mere implementation of an otherwise unpatentable method on an apparatus such as a computer is not in itself sufficient to warrant a finding that a technical contribution is present. Accordingly, a computer-implemented business method, data processing method or other method in which the only contribution to the state of the art is non-technical cannot constitute a patentable invention.

CEC: Linked to amendment 87 (Art 4a). Does not alter the substance, but provides clarification that (in common with methods in general) a method involving data processing cannot be made patentable by the "mere" specification of technical means.

FFII: Syntactical ambiguity in this amendment leaves it unclear whether "business method" in general are considered to be a "methods in which the only contribution to the state of the art is non-technical" or whether certain business methods could contain "technical contributions". More importantly, this amendment will not really exclude anything, because patent lawyers will be quick to claim that some computer-related features are characteristic for the "invention", which, as stated elsewhere in this directive proposal, must be "considered as a whole". For this to be of any use, the syntactical ambiguity around "other method" would have to be removed and the category of "non-technical methods" would have to be explained by definitions and/or examples.

Recital 13@B

EP: If the contribution to the state of the art relates solely to unpatentable matter, there can be no patentable invention irrespective of how the matter is presented in the claims. For example, the requirement for technical contribution cannot be circumvented merely by specifying technical means in the patent claims.

CEC: Provides useful clarification

FFII: This states a common sense position which has often been disregarded in order to extend patentability. This alone does not achieve much and the statement in the law that the law "can not be circumvented" is a pious wish. Indeed the Commission's and Council's Art 2b, by codifying the "holistic examination of inventions" provides the means for circumventing which previously have had no basis in patent law.

Recital 13@C

EP: Furthermore, an algorithm is inherently non-technical and therefore cannot constitute a technical invention. Nonetheless, a method involving the use of an algorithm might be patentable provided that the method is used to solve a technical problem. However, any patent granted for such a method should not monopolise the algorithm itself or its use in contexts not foreseen in the patent.

CEC: Provides useful clarification

FFII: The Parliament's recital adds to the confusion caused by the Commission's original proposal by establishing fake limits on patentability. Among others, it talks about "uses not foreseen in the patent". Are these uses which are outside the scope of the patent claims? Then the recital is tautological. Or do we mean uses in follow-up inventions unknown to the original "inventor"? Then we are at odd with basic principles of patent law. This has been pointed out even by supporters of unlimited patentability such as Erwin Basinski of AIPLA. But the Commission apparently finds all fake limits on patentability "useful", no matter how confusing. Or it likes all amendments that come from Wuermeling. Or both.

Recital 13@D

EP: The scope of the exclusive rights conferred by any patent are defined by the claims. Computer-implemented inventions must be claimed with reference to either a product such as a programmed apparatus, or to a process carried out in such an apparatus. Accordingly, where individual elements of software are used in contexts which do not involve the realisation of any validly claimed product or process, such use will not constitute patent infringement.

CEC: Provides useful clarification

FFII: Another fake limitation which CEC finds "useful": The amendment states some inevitable logical consequences of the concept of a patent claim. If you don't claim it, you can't monopolise it. Wow!

Recital 14

EP: The legal protection of computer-implemented inventions does not necessitate the creation of a separate body of law in place of the rules of national patent law. The rules of national patent law remain the essential basis for the legal protection of computer-implemented inventions. This Directive simply clarifies the present legal position with a view to securing legal certainty, transparency, and clarity of the law and avoiding any drift towards the patentability of unpatentable methods such as trivial procedures and business methods.

CEC: Most of the substance is already covered by recital 13a. The reference to "trivial" procedures etc. is unacceptable because this implies that the directive aims to change the threshold for inventive step (which it does not). Note that "trivial" does not mean the same as "non-technical"; a technical "innovation" can be trivial; while it is perfectly possible for a non-technical innovation to be non-trivial.

FFII: The mention of "trivial procedures" does not imply that the directive aims to change the threshold of inventive step. Rather it implies that the directive aims to prevent a drift in EPO caselaw which is leading to an increasing number of patents which, while they perfectly fulfil the current (unchanged) requirement of "inventive step", are widely considered to be trivial. The contradiction between the EPC's criteria of "inventive step" and common sense use of the term "non-trivial" arises because "untechnical innovations", in the sense of the Parliament's amendments, do not involve experimentation with forces of nature and are therefore, on average, more easy to find.

Recital 16

EP: The competitive position of European industry in relation to its major trading partners will be improved if the current differences in the legal protection of computer-implemented inventions are eliminated and the legal situation is transparent. With the present trend for traditional manufacturing industry to shift their operations to low-cost economies outside the European Union, the importance of intellectual property protection and in particular patent protection is self-evident.

CEC: Useful additional wording.

FFII: This recital various unclear and unreasoned statements which suggest that patents on "computer-implemented inventions" serve certain purposes of economic policy. Since no such policies have been defined and all economic evidence, including that gathered by the European Commission, points into the opposite direction, such a statement is highly misleading. Which again may make it "useful" for the Commission.

Recital 17

EP: This Directive should be without prejudice to the application of the competition rules, in particular Articles 81 and 82 of the Treaty.

CEC: Amendment as to form only.

FFII: Software patents pose their own competition problems. It would have been appropriate to solve these within the directive and to regulate how Art 30-31 TRIPs apply, e.g. by a recital which supports Art 6a. It is not enough to rely on already-existing competition law. Thus, it would have been more appropriate to delete this recital or to replace it by something that addresses the problems which the legislator is facing.

Recital 18

EP: The rights conferred by patents granted for inventions within the scope of this Directive should not affect acts permitted under Articles 5 and 6 of Directive 91/250/EEC on the legal protection of computer programs by copyright, in particular under the provisions thereof in respect of decompilation and interoperability. In particular, acts which, under Articles 5 and 6 of that Directive, do not require authorisation of the rightholder with respect to the rightholder's copyrights in or pertaining to a computer program, and which, but for those Articles, would require such authorisation, should not require authorisation of the rightholder with respect to the rightholder's patent rights in or pertaining to the computer program.

CEC: Helpful additional clarification.

FFII: The CEC proposal only pretends to protect interoperability, but in reality assures that patent owners' rights can not be limited in any way by interoperability considerations. See explanation of Art 6 for this. The amendment voted by the Parliament only further specify the provisions that can be used to override patent rights to those written in a specific set of laws.

Recital 18@A

EP: At all events, the legislation of the Member States must ensure that patents contain innovations and involve an inventive step, so as to prevent inventions already in the public domain from being appropriated simply by being incorporated into a computer program.

CEC: Substance already covered by Art 13a (amendment 85).

FFII: Indeed this recital is redundant. It has no effect, because it only restates undisputed patent doctrines.

Article 211

CEC: It is not possible to incorporate part of the EPC into Community law in this way.

This is the first of a series of amendments which are self-consistent and which change the approach of the text from one which seeks how to clarify how the general principles of patent law are applied to computer-implemented inventions, to one which establishes a separate and distinct set of rules applicable in this area based on a particular set of definitions of what is "technical".

The specific amendments in this article are not clear. An invention itself has scope and makes a "technical contribution", but it is not clear what it means for an invention to have "in its implementations" non-technical features in addition to technical features.
FFII: While the Commission creates separate rules for "computer-implemented inventions" (e.g. moving the invention test to the non-obviousness test, holistic assessment of "technical contribution"), the Parliament proposes uniform rules tha apply to all achievements. CEC defines "computer-implemented invention" to refer to software, whereas EP makes it refer to technical inventions in the traditional sense, e.g. a rubber-curing process or anti-blocking system, where the innovation lies in the harnessing of forces of nature rather than in the data processing system which may or may not be used for the implementation. The Council has yet another definition, which widens the applicability of the directive to practically everything and thereby allows patent applicants to chose whether they want to extend the provisions of this directive to fields outside software or not. The Commission attacks the EP proposal solely on formalistic grounds, citing a sentence in which the word "implementations" was probably misspelled (should be in the singular), and claiming on this basis that the EP's proposal is "unclear". The first question should be which of the approaches produces the more desirable results. Only the second question should be whether the approach is formulated clearly enough. The Commission consistently skips the first question in order to attack the EP on the second question, throwing stones out of the glass house in which it sits.

Article 2121

CEC: It is not correct to equate the "technical contribution" to an "invention". An invention makes a technical contribution but is not the same as a technical contribution. Moreover this definition is internally inconsistent as it states that being "non-obvious" is both a distinct criterion for patentability and an element of "technical contribution". The Commission's approach is to make a non-obvious "technical contribution" an essential component of "inventive step", not a distinct and separate criterion for patentability.

FFII: An invention is a technical contribution to the state of the art. This is the common use of the term in most of Europe's caselaw, except for the most recent software-specific EPO caselaw. The technical contribution (= the invention) must be new, non-obvious and industrially applicable. There is nothing inconsistent in this. The Commission on the contrary is creating a special regime for "computer-implemented inventions", which, as has been frequently pointed out by law scholars and judges, leads to dogmatic chaos. Again, the Commission skips the first queston (are the proposed rulings good for the concerned businesses and citizens?) and directly goes into the business of throwing stones from inside its glass house of inconsistent legal mumbojumbo.

Article 2122

CEC: The reference to "natural forces" is based on an old and (now) rarely used test for patentability which was applied in a pre-EPC German case concerned with animal breeding techniques. Insofar as it has been interpreted in relation to data-processing, it was concluded that such processes are technical.

FFII: The "forces of nature" doctrine is common heritage of the patent law of most countries. It has been codified in written law in Scandinavia, Poland, Japan and elsewhere. In Germany, it has been used to exclude software from patentability until today. The most famous decisions being Disposition Programme (1976), Rolling Rod Splitting (1980), ABS (1980), Flight Cost Minimisation (1986) and Error Search (2000). The common understanding has been that data processing is not technical, as it can be performed by the human mind, with help of paper and pencil just as well as by a data-processing machine. Typically the solution to a data processing problem is completed by the human mind, before during its non-inventive implementation on a conventional data-processing machine the technical realm comes into play.

Article 2123

CEC: The exclusion per se of processing, handling and presentation of information from patentability would cover inventions in many fields which are unquestionably technical such as telephony, audio-visual equipment, etc. Such an arbitrary and broad provision is therefore unacceptable both as a matter of policy and from the perspective of compatibility with TRIPS.

FFII: Production of sounds is unquestionably a technical field. Yet music is not patentable regardless of whether it is produced on human vocal chords or on a technical device. Likewise, under the EPC and the EP amendments, data processing rules are not patentable, regardless of whether they are executed in the human mind or on a computer. Art 27 TRIPs can be applied only on the basis of a definition of "technical" and "invention". While the EP has provided this needed definition, the Commission leaves the meaning of TRIPs unclear.

Article 212@A

EP: (ba) 'technical field' means an industrial application domain requiring the use of controllable forces of nature to achieve predictable results. 'Technical' means 'belonging to a technical field'.

CEC: Reference to "industrial" is linked to amendment 38 (Article 2(bb). It is a separate criterion for patentability and should not be confused with "technical". "Industrial applicability" is already a criterion for patentability, but it refers to the /utility/ of an invention, not its technical (or otherwise) nature.
Reference to controllable forces of nature: see comment on amendment 107/69 (Article 2(b)).)

FFII: The requirements of "technical" and "industrial" are separate but interrelated approaches to limiting the sphere of patentable achievements. In some countries "industrial character" has been used in the same sense as in other countries "technical character". The common idea is that the patent system is a system for the "heavy industry", commensurate only to the huge investments and large company sizes associated with building and operating factories for production of material goods. Software production, often characterised as a "cottage industry", belongs to the service sector (similar to the "legal services industry" or the "patent search industry"). Since Art 27 TRIPs lists "industrial application" as one of the few criteria by which patentability is to be limited, it is appropriate to clarify the meaning of this criterion in the context of this directive. It could be suspected that the Commission itself is confusing "industrial" with "technical", since it proposes to classify inventions by sectors ("fields of technology") and purposes ("technical problem") rather than by the nature of the achievement. Leading circles in the patent system are currently phasing out the concept of industriality and allowing a void concept of technicity to hold its place for the time being. The Parliament's approach is to restore the independent meanings of both concepts.

Article 212@B

EP: (bb) 'industry' within the meaning of patent law means the automated production of material goods;

CEC: "Industrial applicability" is already a criterion for patentability, but it refers to the use to which the invention is put, not its nature.

CEC: Moreover, as a definition, this has no basis in general principles of patent law. For example, the references to "automated production" and "material goods" are far more restrictive than the current interpretation admits.

FFII: "Automated production of material goods" indeed refers to the use to which the invention is put, and thereby limits the scope of possible patent claims. That is why "industrial applicability" is named in EPC Art 52(1) and (4) as well as in TRIPS Art 27(1) and in the proposed directive.
The definition is indeed meant to influence "current interpretation". The whole point of legislation is to set the rules for the judiciary to follow. It is up to the legislative, not the judicative, to decide what is to be "admitted".

Article 31

EP: Deleted.

CEC: According to the Commission, Article 3 as proposed was intended to ensure that computer-implemented inventions could not be denied patentability on the grounds that they do not belong to a field of technology, but rather that patentability would be assessed under the "inventive step" criterion. This follows the EPO decision in the /Pensions Benefits/ case. However considerable concern has since been expressed that the incorporation of this as a provision in an article of the directive might lead to the result that inventive but non-technical methods (such as business methods when implemented on a computer might be regarded as making a technical contribution. More generally, those groups opposed to any patentability at all for software inventions highlighted this article as demonstrating the alleged intention to allow patentability of "anything under the Sun".
In view of these concerns the Commission was prepared to accept the deletion of the article. This change will introduce some flexibility for Courts and Patent Offices in the approach they take to patentability, but this agreement is conditional on the retention of other elements of the McCarthy report which were not approved by the Parliament, in particular Article 4 in conjunction with recital 12 which would have made clear that the correct approach to assessing "technical contribution" is as part of the determination of "inventive step".
It should be absolutely clear from (new article) 4a and recitals 12-13c that the mere fact that an invention involves use of a computer (and therefore lies in a technological field) does not necessarily imply that it makes a technical contribution.)

FFII: The criticism does not just come from "groups opposed to any patentability at all…". As pointed out by the Parliament's Industrial Affairs Committee: "The wording of the proposal makes it simply impossible to discuss the technical nature of a claimed invention. This condition has to be proved, and not taken for granted...”. And as UK patent lawyer Dr. Simon Davies writes in CIPA Journal 2004/02:

It seems to me that the Pension Benefits decision significantly shifted the interface between the assessment of statutory subject-matter and of inventive step without any consideration of whether such a shift was compatible with existing case law. I find it regrettable therefore that the rationale of Pension Benefits has been so rapidly adopted in both the EPO Guidelines and also the proposed Directive on software patents.

The Commission proposes to retain the criticised doctrine but to make it less visible to the public. The only thing clear about the "Pension Benefits" doctrine is that it produces unpredictable results and allows the EPO to do what it wants. However, due to this very lack of clarity, any refusal of patents on the basis of the Pension Benefits doctrine is likely to be contested, both in court and internationally on the grounds of TRIPs.

Article 31@A

EP: Member States shall ensure that data processing is not considered to be a field of technology within the meaning of patent law, and that innovations in the field of data processing are not considered to be inventions within the meaning of patent law.

CEC: Data processing is clearly a physical, technical process. This is not the same thing as saying that all innovation in the field of data processing is patentable. It depends on what the innovation does (does it make a technical contribution?) The production, handling, processing, distribution and presentation of data can clearly involve technical processes (although may not necessarily do so). See comment on amendment 107/69 (Article 2(b)).

FFII: Production of sound on musical instruments is also clearly a physical, technical process. Music is excluded from patentability, but that does not mean that amplifiers or guitars are not patentable. A computer is just a tool that you can use to do data processing (other possible tools are your head, or pencil and paper.)

Data processing is a common basis of all fields of technology and non-technology. With the advent of the (universal) computer in the 1950s, automated data processing became pervasive in society and industry. As Gert Kolle, a leading theoretician behind the decisions of the 1970s to exclude software from patentability, writes in 1977 (see Gert Kolle 1977: Technik, Datenverarbeitung und Patentrecht—Bermerkungen zur Dispositionsprogramm - Entscheidung des Bundesgerichtshofs) Automated Data Processing (ADP) has today become an indispensable auxiliary tool in all domains of human society and will remain so in the future. It is ubiquitous. ... Its instrumental meaning, its auxiliary and ancillary function distinguish ADP from the ... individual fields of technology and liken it to such areas as enterprise administration, whose work results and methods ... are needed by all enterprises and for which therefore prima facie a need to maintain freedom is indicated.)

Numerous studies, some of them conducted by EU institutions as well as the opinions of the European Economic and Social Committee and the European Committee of Regions explain in detail why Europe's economy will suffer damage, if data processing innovations are not clearly excluded from patentability.)

Article 41

EP: In order to be patentable, a computer-implemented invention must be susceptible of industrial application and new and involve an inventive step. In order to involve an inventive step, a computer-implemented invention must make a technical contribution.

CEC: A restatement in other words of what is already provided in the proposal.

FFII: The Parliament's amendment contains the undesirable "Pension Benefits" doctrine and is thereby in conflict with other provisions of the Parliament's text.

Article 42

EP: Member States shall ensure that a computer-implemented invention making a technical contribution constitutes a necessary condition of involving an inventive step.

CEC: A restatement in other words of what is already provided in the proposal.

FFII: The Parliament's amendment contains the undesirable "Pension Benefits" doctrine and is thereby in conflict with other provisions of the Parliament's text.

Article 43

EP: The significant extent of the technical contribution shall be assessed by consideration of the difference between all of the technical features included in the scope of the patent claim considered as a whole and the state of the art, irrespective of whether or not such features are accompanied by non-technical features.

CEC: The scope of a patent claim must be determined by reference to all features. One cannot distinguish between technical and non-technical features beforehand, as the technical contribution is achieved (or not) by the invention as a whole. The "technical contribution" is not just the sum of the technical features.

FFII: This article is not about the scope of the patent claims (that aspect is handled in article 5), as patent claims merely define what applications of his invention the patent holder can monopolise. This article is about which features can be used to determine whether a "technical contribution" is present. The Commission and Council texts imply that the "technical contribution" can consist entirely of non-technical features, or, conversely, that technical features which were not contributed by the "inventor" can confer a technical character on his "contribution". This again voids the concept of "technical contribution" of all possible meaning, making people wonder why the term is used in the first place. Likewise, one might wonder why the commission introduces the concept of "technical features", if, as may well be the case, no reliable examination formalism can be built on it.

Article 43@A

EP: 3a. In determining whether a given computer-implemented invention makes a technical contribution, the following test shall be used: whether it constitutes a new teaching on cause-effect relations in the use of controllable forces of nature and has an industrial application in the strict sense of the expression, in terms of both method and result.

CEC: Reference to controllable force of nature: see comment on amendment 107/69 (Article 2(b)).

FFII: The Commission opposes all attempts to define the central terms of its proposed regulation.

Article 4@A

CEC: (New article) 4a has been added. This should be read in conjunction with Recital 13a and provides clarification that the simple specification of technical means (eg the use of a computer is not enough to imply the existence of a patentable invention. Something additional to data-processing is needed. Consistent with the directive as a whole, it is clear that what is needed is that the invention taken as a whole makes a "technical contribution".

An example of a computer-implemented invention which does not make a technical contribution is a computer implementation of a business method. The method itself may be innovative and useful, but if the computer implementation is routine (in the sense that nothing more than the normal physical interactions between the program and the computer are involved), then the computer-implemented invention itself is not to be regarded as making a technical contribution. This conclusion is consistent with the fact that the exercise of the skill of the computer programmer (in devising the computer-implementation of the unpatentable method) is recognised by copyright protection and does not involve "inventive ingenuity" for the purposes of patent law.

The article could be said to provide a negative definition of "technical contribution", and therefore addresses concerns of those who have argued that the directive should provide a clearer idea of what this means.)

FFII: Talking about "the normal physical interaction between a program and a computer" is similar to talking about "the normal physical interaction between a recipe and a cook", or the "normal physical interaction between a musical composition and a performer". It does not mean anything. It can be interpreted at will and provides no limitations.

The Commission's explanation shows the confusion. According to the Commission, the work of a programmer implementing a specification does not involve "inventive ingenuity" and is therefore only copyrightable, whereas the specification might be patentable. But any implementation also involves specifications. If the programmers work is found to "involve inventive ingenuity", it is again enough to put it into the typical software patent claim form (i.e. by describing a "technical problem" solved by the programmer, rather than by describing the solution, which is assumed to be "non-ingenuous" simply because software patents, due to the constraints of the patent game, need to take the form of problem patents.

Article 4@B

EP: Member States shall ensure that computer-implemented solutions to technical problems are not considered to be patentable inventions merely because they improve efficiency in the use of resources within the data processing system.

CEC: There is no guarantee that this exclusion will never cover technical subject-matter. For example, a computer-implemented solution that enables more data to be stored on a carrier or transmitted in a given time is "prima facie" technical, but might be caught by this exception.

FFII: This exclusion is taken from a doctrine formulated by the Federal Patent Court in 2002. It can only cover data processing innovations. The Commission may be thinking of data compressing schemes such as LZW and JPEG. These methods are of course as abstract and immaterial as any method can get, and it is difficult to see, even "prima facie" (at first sight), why they could be "technical". Currently not only data processing methods but practically all software and business method applications are claimed to be "technical" on the grounds that they improve computing efficiency. The Commission's concern shows that this amendment, which is based on a recent decision of the German Federal Patent Court, effectively provides the "negative definition" which the Commission's favourite Art 4(3) only pretends to provide.

Article 51

EP: Member States shall ensure that a computer-implemented invention may be claimed only as a product, that is as a programmed device, or as a technical production process.

CEC: The reference to "technical production process" is inconsistent with general patent law, which recognised no such limitation on what may be claimed.

FFII: The goal of this provision is to state what must be in a patent claim. A patent claim should reflect what was invented. Commission and Parliament agree that an information good per se is not an invention. This should imply that the information good in combination with conventional general-purpose computing equipment or a process running thereon is also not an invention. There must be something more, such as peripheral equipment used in an industrial context. More elegant ways of formulating this could probably be found.

Article 51@A

EP: 1a. Member States shall ensure that patent claims granted in respect of computer-implemented inventions include only the technical contribution which justifies the patent claim. A patent claim to a computer program, either on its own or on a carrier, shall not be allowed.

CEC: It is a general requirement of patent law that the claims must encompass the invention and be based on the description. In particular, the claim must not encompass matter which is not within the ambit of the invention. It is not clear what this provision seeks to add, or how it seeks to interpret this general rule.

FFII: This amendment apparently intends to exclude claims to ways of operating data processing hardware (= computer programs). It apparently wants to assure that only the invention in the strict sense is claimed and that irrelevant additional features that do not contribute to the invention are not written into the claims. This does not restrict patentability, because the prohibited claims are only narrower variants of allowed claims. However this may be helpful as a rule for preventing inflation of claim language with irrelevant features, so as to leave it to judges rather than patent attorneys to decide the scope of objects against which the patent can be enforced.

Article 51@B

EP: 1b. Member States shall ensure that the production, handling, processing, distribution and publication of information, in whatever form, can never constitute direct or indirect infringement of a patent, even when a technical apparatus is used for that purpose.

CEC: Unjustifiable restriction on the ability to enforce a patent. It must be borne in mind that the exclusion applies to the enforcement of a patent which is validly granted within the terms of the directive. The exclusion would render worthless patents in many fields which are unquestionable technical such as telephony, audio-visual equipment, etc. This is therefore objectionable both as a matter of policy and from the perspective of TRIPS.

FFII: Only pure software patents can interfere with freedom of publication. Valid patents on real technical inventions (as defined by the EPC and Parliament's amendments), no matter whether computerised or not, and no matter whether in telephony or other fields, can be asserted by prohibiting the sale or operation of equipment. There is no conflict with TRIPs. However there is a conflict between the Commission's approach and Art 10 of the European Convention on Human Rights, which does not allow patents to be used for limiting the freedom of publication.

Article 51@C

EP: 1c. Member States shall ensure that the use of a computer program for purposes that do not belong to the scope of the patent cannot constitute a direct or indirect patent infringement.

CEC: Not clear what this means. While an invention must have a purpose, the "scope" of a patent (as defined by the claims) does not necessarily encompass a "purpose". However if this means that any use of a program that does not fall within the scope of a patent is not an infringement, then this is superfluous.

FFII: It has been shown that patent descriptions are not understandable to the person skilled in the art of programming, because description in words is vague and conducive to the claiming of problems rather than solutions.

Assuming that the applicant actually practises his art (and is not just a science-fiction author who wants to put obstacles into the path of other people's development, writing a program is not difficult at all. Process technicians are used to expressing their concepts in a higher-level programming language. This is a matter of routine to them, far shorter and less costly than writing a patent application.

Article 51@D

EP: 1d. Member States shall ensure that whenever a patent claim names features that imply the use of a computer program, a well-functioning and well documented reference implementation of such a program shall be published as a part of description without any restricting licensing terms.

CEC: Whether a program listing is required for sufficiency of disclosure is a matter to be determined on a case-by-case basis. Often it is unnecessary and even unhelpful. Program listings used to be filed frequently, but the practice was discouraged because of the volume of material involved. Listings can run to hundreds of thousands of pages.

FFII: These amendments do, unlike some may think, not serve to promote protect free/open-source software, but rather to ensure that the obligation of disclosure which is inherent in the patent system is taken seriously and that software is, like any other information object, on the disclosure side of the patent rather than on its exclusion/monopolisation side. This makes it a little more difficult to block people from doing things you even haven't done yourself, but which are obviously possible since the computing model is perfectly defined and you always know what you can do with a computer. When you publish working source code you at least offer some real knowledge on how to solve the problem, unlike when you say that "processor means coupled to input output means so that they compute a function such that the result of said function when output through said output means solves the problem the user wanted to solve".

Article 6

FFII: The European Commission's proposal does not protect interoperability but, on the contrary, makes sure that interoperable software can not be published or used when an interface is patented. The only behaviour which the European Commission wants to permit in this case is decompilation, which would not infringe on patents anyway (as patents involve the use of what is described in the claims, not the studying of said object). Amendments 66 and 67 moreover specify the laws on which interoperability privileges can be based, thus making it even more certain that the provision can not have any effect.

Article 61

EP: The rights conferred by patents granted for inventions within the scope of this Directive shall not affect acts permitted under Articles 5 and 6 of Directive 91/250/EEC on the legal protection of computer programs by copyright, in particular under the provisions thereof in respect of decompilation and interoperability.

CEC: Helpful clarification.

FFII: The European Commission's proposal does not protect interoperability but, on the contrary, makes sure that interoperable software can not be published or used when an interface is patented. The only behaviour which the European Commission wants to permit in this case is decompilation, which would not infringe on patents anyway (as patents involve the use of what is described in the claims, not the studying of said object). Amendments 66 and 67 moreover specify the laws on which interoperability privileges can be based, thus making it even more certain that the provision can not have any effect.

Article 6@A1

EP: Member States shall ensure that, wherever the use of a patented technique is needed for a significant purpose such as ensuring conversion of the conventions used in two different computer systems or networks so as to allow communication and exchange of data content between them, such use is not considered to be a patent infringement.

CEC: This introduces an extremely broad exception to infringement for any act which is done pursuant to a "significant purpose". This would empty most patents of their value (because their value could be said to derive from the "significance" of the use to which they are put). It goes much further than just a broad exception for interoperability, which in itself would be unacceptably broad without a safeguarding compatibility with TRIPS.

FFII: Art 6a says that the use of a patented technique for the mere purpose of interoperation with a standard is not an infringement. E.g. assuming that someone has developed a new patent-free method of acoustical compression (e.g. Ogg Vorbis that has the same merits (e.g. compression rate) as a patented method (e.g. MP3), then he would be free to provide a converter from his format to the patented format, so that users of the new format can communicate with users of the old format. This is needed to ensure that products can compete on their merits rather than by locking markets into a proprietary standard. Such an exception is justifiable under Art 30 TRIPs. It might even be argued that the implications of Art 30 TRIPs in view of network effects in the software market need to be clarified by a law, which is what the EP has been proposing and what Commission has been failing to do. The wording "significant purpose" is not as specific as would seem desirable, although it should be clear that the ordinary wish of a market participant to use the patented method is not a "significant purpose". From the context it becomes clear that a higher legal value such as that of safeguarding access to communication standards must be meant.)

Article 71

EP: The Commission shall monitor the impact of computer-implemented inventions on innovation and competition, both within Europe and internationally, and on European businesses, especially small and medium-sized enterprises and the open source community, and electronic commerce.

CEC: A reasonable addition. (Note that Amendment 71 on the order paper was voted in two parts, the second of which was not carried. This second part was not acceptable to the Commission, and Mr. Bolkestein's speaking note reflected the fact that the amendment as a whole was unacceptable.

FFII: This article has no regulatory effect. As designed currently, it moreover gives the Industrial Property Unit of the European Commission's Internal Market further funds and opportunities to produce propagandistic "studies" that do not enjoy any respect in the academic community.

Article 802

EP: (b) whether the rules governing the term of the patent and the determination of the patentability requirements, and more specifically novelty, inventive step and the proper scope of claims, are adequate; and

Article 802

EP: (b) whether the rules governing the term of the patent and the determination of the patentability requirements, and more specifically novelty, inventive step and the proper scope of claims, are adequate; and

Article 802

EP: (b) whether the rules governing the term of the patent and the determination of the patentability requirements, and more specifically novelty, inventive step and the proper scope of claims, are adequate; and

Article 803@A

EP: (ca) whether difficulties have been experienced in respect of the relationship between the protection by patent of computer-implemented inventions and the protection by copyright of computer programs as provided for in Directive 91/250/EEC and whether any abuse of the patent system has occurred in relation to computer-implemented inventions;

CEC: Acceptable addition to the matters on which the Commission must report.

Article 803@B

EP: (cb) whether it would be desirable and legally possible having regard to the Community's international obligations to introduce a 'grace period' in respect of elements of a patent application for any type of invention disclosed prior to the date of the application;

CEC: Formally outside the scope of the Directive. The Commission is already actively looking at the question in any case.

Article 803@C

EP: (cc) the aspects in respect of which it may be necessary to prepare for a diplomatic conference to revise the Convention on the Grant of European Patents, also in the light of the advent of the Community patent;

CEC: The reference to the Community patent is of indeterminate scope, and should be deleted.

Article 803@D

EP: (cd) how the requirements of this Directive have been taken into account in the practice of the European Patent Office and in its examination guidelines.

CEC: Acceptable addition to the matters on which the Commission must report.

Article 803@E

EP: (ce) whether the powers delegated to the EPO are compatible with the need to harmonise Community legislation, and with the principles of transparency and accountability.

CEC: Legally incorrect. There is no power delegated from the EU to the EPO. In any case, this is outside the scope of the directive.

Article 803@F

EP: (cf) the impact on the conversion of the conventions used in two different computer systems to allow communication and exchange of data;

CEC: Wording unclear. Suggested reformulation: "the impact of patents for computer-implemented inventions on the development and commercialisation of interoperable computer programs and systems.

Article 803@G

EP: (cg) whether the option outlined in the Directive concerning the use of a patented invention for the sole purpose of ensuring interoperability between two systems is adequate;

CEC: No objection to reporting on interoperability (see comment above), but this particular amendment is consequential on an amendment to Art 6a (which we reject).

Article 81@A

EP: In this report the Commission shall justify why it believes an amendment of the Directive in question necessary or not and, if required, will list the points which it intends to propose an amendment to.

CEC: Too prescriptive. The Commission will make a proposal if it deems it appropriate and will of course justify any action it proposes to take.

Article 8@A1

EP: In the light of the monitoring carried out pursuant to Article 7 and the report to be drawn up pursuant to Article 8, the Commission shall assess the impact of this Directive and, where necessary, submit proposals for amending legislation to the European Parliament and the Council.

CEC: Not necessary, but could be accepted.

Article 911

EP: Member States shall bring into force the laws, regulations and administrative provisions necessary to comply with this Directive not later than ...*. They shall forthwith inform the Commission thereof. * Eighteen months after the entry into force of the Directive.

CEC: Formal amendment.
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